
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



| APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/764,996 


01/26/2004 


Christopher B. Bortnik 


Schroeder-032209 


6768 



36787 7590 12/09/2004 

BLYNN L. SHIDELER 
THE BLK LAW GROUP 
3500 BROKKTREE ROAD 
SUITE 200 

WEXFORD, PA 15090 



EXAMINER 



CINTINS, IVARS C 



ART UNIT 



PAPER NUMBER 



1724 

DATE MAILED: 12/09/2004 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 



Application No. 

10/764,996 



Examiner 

Ivars C. Cintins 



Applicant(s) 

BORTNIK, CHRISTOPHER B. 



Art Unit 

1724 




- The MAILING DA TE of this communication appears on the cover sheet with the correspondence addre 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 
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alter bix (6) MONTHS from the mailing date of this communication 
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Status 

1 )□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)Kl This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) Kl Claim(s) 1-25 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) KI Claim(s) 1^25 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)Q The drawing(s) filed on is/are: a)Q accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 
Priority under 35 U.S.C. § 119 

1 2)Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(aMd) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) H Notice of References Cited (PTO-892) 4) Q Interview Summary (pr 

t) LJ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-1 52) 

Paper No(s)/Mail Date 7/6/04 . 6) □ Other: 



U.S. Patent and Trademark Office 



PTOL-326 (Rev. 1-04) 0ffice Action Summary 



Part of Paper No./Mail Date 20041207 



Application/Control Number: 10/764,996 Page 2 

Art Unit: 1724 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1, 5, 6, 8, 12-14, 18, 19, 21 and 25 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Jewell et al. (U.S. Patent No. 4,828,698). The reference discloses a filter 
assembly comprising a filter element having a fluid permeable core (54) which may be made 
from metal (col. 5, line 45), a pleated filter media (52) disposed about the core, an ion exchange 
resin layer (51) disposed about the pleated filter (col. 4, line 39), a second filter media (50) which 
may be pleated (col. 4, lines 58 and 61) disposed about the ion exchange resin, and a fluid 
permeable outer casing (11) which may also be made from metal (col. 3, line 7); and this is all 
that is required by claims 1, 5, 6, 8, 12-14, 18, 19, 21 and 25. Applicant should note that the 
intended use of a device (i.e. for filtering flow in turbomachinery) is not a structural limitation, 
and hence cannot be relied upon to patentably distinguish the above noted apparatus claims. It is 
well settled that a recitation with respect to the manner in which a claimed apparatus is intended 
to be employed does not differentiate the claimed apparatus from a prior art apparatus satisfying 
the claimed structural limitations. Ex parte Masham, 2 USPQ2d 1647 (1987). 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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Claims 2-4, 9-1 1, 15-17 and 22-24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Jewell et al. in view of Haase (U.S. Patent No. 3,733,267). Jewell et al. 
discloses the claimed invention with the exception of the recited separation layers. Haase 
discloses a similar filter comprising a pleated filter media layer and a sorbent layer, and further 
teaches providing separation elements between these layers (see Fig. 6). It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to provide the filter 
assembly of Jewell et al. with the separation elements of Haase, in order to provide separation 
between the ion exchange resin layer and pleated filter media layer of this primary reference 
device. Such modification is deemed to be especially obvious since Jewell et al. discloses that 
layers 50 and 51 can be entirely independent elements (see col. 4, line 59). Also, it would have 
been obvious to one of ordinary skill in the art at the time the invention was made to construct 
these separation elements from the materials recited in claims 4, 1 1, 17 and. 24, since Jewell et al. 
discloses the use of glass or nylon for other components of the filter assembly (see col. 4, line 
61). 

Claims 7 and 20 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over Jewell et 
al. in view of Wong et al. (U.S. Patent No. 5,873,920). Jewell et al. discloses the claimed 
invention with the exception of the recited co-pleated filter media. Wong et al. discloses a filter 
media co-pleated with wire mesh (see col. 2, lines 46-47); and it would have been obvious to one 
of ordinary skill in the art at the time the invention was made to construct the filter media of 
Jewell et al. in a similar manner, in order to increase its structural stability. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to I. Cintins whose telephone number is (571) 272-1 155. The 
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examiner can normally be reached on Monday through Friday from 8:30 AM to 5:00 PM. If 



attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Mr. 
Duane Smith, can be reached at (571) 272-1 166. 

The centralized facsimile number for the USPTO is (703) 872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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Primary Examiner 



Art Unit 1724 



I. Cintins 
December 7, 2004 



